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DETAILED ACTION 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1, 2, and 31 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Manson (2,41 3,239) in view of Young et al. (2,595,91 1 ), Zemaitis (2,375,1 62), and 
Hershenberger (2,159,152). 

Manson teaches a method of mixing a wax with natural rubber (column 3, lines 
14-15). Manson teaches that the wax may vary in nature and that the preferred wax is 
parrafin wax (column 2, lines 48-52), which has a melting point within the range of about 
1 10°F to about 140°F. The amount of natural rubber used is 2 to 25% (column 1, lines 
47-53). Manson teaches an embodiment where the amount used is 15% (Table I). 
There is no solvent used therefore the obtained composition comprises less than 3ppm 
of solvent. The essential components of Manson are a polyvinyl ester resin (polyvinyl 
acetate is the preferred), wax, and rubber (column 1, lines 7-12). A 'consisting 
essentially of claim occupies a middle ground between closed claims that are written in 
a 'consisting of format and fully open claims that are drafted in a 'comprising' format." 
PPG Industries v. Guardian Industries, 156 F.3d 1351, 1354, 48 USPQ2d 1351, 1353- 
54 (Fed. Cir. 1998). See also Atlas Powder v. E.I. duPont de Nemours & Co., 750 F.2d 
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1569, 224 USPQ 409 (Fed. Cir. 1984); In re Janakirama-Rao, 317 F.2d 951, 137 USPQ 
893 (CCPA 1963); Water Technologies Corp. vs. Calco, Ltd., 850 F.2d 660, 7 USPQ2d 
1097 (Fed. Cir. 1988). For the purposes of searching for and applying prior art under 35 
U.S.C. 102 and 103, absent a clear indication in the specification or claims of what the 
basic and novel characteristics actually are, "consisting essentially of will be construed 
as equivalent to "comprising." See, e.g., PPG, 156 F.3d at 1355, 48 USPQ2d at 1355. 
See MPEP 21 1 1 .03. The applicant has taught in their specification that the composition 
can comprise other resins and specifically cites vinyl acetate resins, that can be 
included in as one of the resins used in their composition without materially affecting the 
composition (page 7, line 30 to page 8, line 15). 

Manson fails to teach microcrystalline wax. 

However, Young et al. teach that microcrystalline wax is a suitable substitute for 
paraffin wax when making compositions of wax and rubber (column 3, lines 62-66). 

Since Manson is open to varying the wax and Young et al. teaches that paraffin 
wax and microcrystalline wax can be used interchangeably it would have been obvious 
to one of ordinary skill in the art at the time the invention was made to use the 
microcrystalline wax of Young et al. as the wax of Manson to make a plastic 
composition. The waxes are being used for similar indented applications and therefore 
it is a simple substitution of one known element for another to obtain predictable results. 

Manson is silent as to how the rubber is mixed with the wax. 
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However, Zemaitis and Hershenberger both teach a suitable method for mixing a 
rubber and a wax where there is an external force applied at a temperature lower than 
the melting completion temperature of the wax followed by heating the mixture at or 
above the melting completion temperature of the wax. Zemaitis teaches this in Example 
1 and Hershenberger teaches it in page 2, lines 51-71 . 

Since Manson is silent as to how the rubber is mixed with the wax the skilled 
artisan would look to the prior art such as Zemaitis and Hershenberger for a suitable 
method. It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to apply an external force applied at a temperature lower than the 
melting completion temperature of the wax followed by heating the mixture at or above 
the melting completion temperature of the wax as taught by Zemaitis and 
Hershenberger in the method of Manson to make a plastic composition. 

Claims 32 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Manson (2,41 3,239) in Young et al. (2,595,91 1 ), Zemaitis (2,375,1 62), and 
Hershenberger (2,159,152) as applied to claim 1 above as evidenced by Ciullo et al. 
(Rubber Formulary). 

Manson also teaches polyisoprene rubber because natural rubber is 
polyisoprene. Ciullo et al. is being used as an evidentiary reference to prove that 
natural rubber is polyisoprene rubber (page 5, paragraph 3). 
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Claims 1, 2, and 31 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Bartlett (2,906,640) in view of Ingle (2,299,951). 

Bartlett teaches a method of making a microcrystalline wax and natural rubber 
composition (column 3, line 68 to column 4, line 10). They teach that components are 
mixed together then heated to above the melting completion temperature of the wax 
(column 4, lines 69 to column 5, line 13). Therefore while the temperature is being 
raised the external force of mixing is occurring at a lower temperature then the melting 
completion temperature of the wax and then the temperature is increased above the 
melting completion temperature of the wax. Bartlett teaches that the solvent selected 
should be one that will readily flash-off from the composition (column 4, lines 21-30) and 
that any residual solvent is evaporated to set a substantially rigid solid coating (column 
2, lines 8-1 0). Bartlett teaches that the proportions of the ingredients may be varied and 
still obtain satisfactory results (column 3, lines 68-70). 

Bartlett fails to teach the claimed amount of natural rubber. 

However, Ingle teaches that in a wax/rubber composition for coating that up to 15 
percent of rubber can be added to impart improved elasticity and flexibility (page 1 , right 
column, lines 40-43). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to use 15% of the natural rubber in the wax/rubber composition of 
Bartlett to impart improved elasticity and flexibility to the coating composition. 
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Claims 32 is rejected under 35 U.S.C. 103(a) as being unpatentable over Bartlett 
(2,906,640) in view of Ingle (2,299,951 ) as applied to claim 1 above as evidenced by 
Ciullo et al. (Rubber Formulary). 

Bartlett also teaches polyisoprene rubber because natural rubber is polyisoprene 
rubber. Ciullo et al. is being used as an evidentiary reference to prove that natural 
rubber is polyisoprene (page 5, paragraph 3). 

Response to Arguments 

Applicant's arguments with respect to claims 1 , 2, 31 , and 32 have been 
considered but are moot in view of the new ground(s) of rejection. 

Contact Information 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JOHN USELDING whose telephone number is 
(571)270-5463. The examiner can normally be reached on Monday-Thursday 6:30am 
to 5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark Eashoo can be reached on 571-272-1 197. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

John Uselding 
Examiner 
Art Unit 1796 



/Marc S. Zimmer/ 
Primary Examiner, Art Unit 1796 



